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1. The following is a quotation of the first paragraph of 35 

U.S.C. § 112: . . ^ u 

The specification shall contain a written description of the 

invention, and of the manner and process of making and using 
it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and use 
the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

The specification is objected to under 35 U.S.C. § 112, 
first paragraph, as not providing support for the invention as is 
now claimed. 

There is no support for the language "without creating a 
necrosis of melanocytes in the skin". On page 7, line 5 of the 
instant specification it is disclosed that "The methods of the 
present invention do not provide for a total necrosis of cells." 
This implies that some of the cells are killed. Thus there is no 
support for language which excludes any necrosis. 

There is also no support for the language "not exceeding 80 
degrees C", "not exceeding 75 degrees C" or " not exceeding 70 
degrees C". There is support for the range of 30-80 degrees 
C, 30-75 degrees C, and 30-70 degrees C on page 12, lines 3-6. 

2. Claims 23-38 are rejected under 35 U.S.C. § 112, first 
paragraph, for the reasons set forth in the objection to the 
specification . 

3. The following is a quotation of 35 U.S.C. § 103 which forms 
the basis for all obviousness rejections set forth in this Office 
action : 

A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in 
section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are 
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such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

Subject matter developed by another person, which qualifies 
as prior art only under subsection (f) or (g) of section 102 
of this title, shall not preclude patentability under this 
section where the subject matter and the claimed invention 
were, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same 
person . 

4. Claims 23-38 are rejected under 35 U.S.C. § 103 as being 
unpatentable over Fellner in view of Storm, III (Storm) . 

The claims are rejected for the reasons of record as stated 
in the Office action mailed 4-3-96. 

5. Applicant's arguments filed 7-29-96 have been fully 
considered but they are not deemed to be persuasive. 

Applicant argues that the present invention differs from 
that of Fellner and Storm in that the present invention does not 
create cell necrosis. This does not appear to be the case from 
reading the specification. At page 7, line 10 it is disclosed 
that there is a partial denaturization of the collagen and that 
all of the fat cells with the loculations are not killed. Thus 
it appears that some of the cells are destroyed. It appears that 
the melanocytes are not killed. This is what Storm teaches. 
Therefore, the rejection is that it would have been obvious to 
use the electrode structure of Storm in the process of Fellner to 
protect the surface layer of skin (melanocytes) from destruction. 
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6. Applicant's amendment necessitated the new grounds of 
rejection. Accordingly, THIS ACTION IS MADE FINAL. See M.P.E.P. 
§ 706.07(a). Applicant is reminded of the extension of time 
policy as set forth in 37 C.F.R. § 1.136(a). 



A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL 
ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS 
ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS 
OF THE MAILING DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION 
IS NOT MAILED UNTIL AFTER THE END OF THE THREE-MONTH SHORTENED 
STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE 
ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE 
PURSUANT TO 37 C.F.R. § 1.136(a) WILL BE CALCULATED FROM THE 
MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE 
STATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM 
THE DATE OF THIS FINAL ACTION. 

7 . Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Amy Hulina 
whose telephone number is (703) 308-2974. 




AH 

October 14, 



1996 



